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Status 
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2a)D This action is FINAL. 2b)S This action is non-final. 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following Is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 10 and 15-16 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

3. As to claim 10, there is no support in the current specification for an "image 
forming layer", or any information which would allow one of ordinary skill in the art to 
make or use such a layer. Also, it is unclear how one would provide such a layer on the 
composite sheet, and then proceed to form the same layer once the adhesive is placed 
in contact with the adhesive. 

4. As to claim 16, it is unclear if support exists for a "releasable support sheet layer 
is a paper coated with a dissolvable rubber-based hot melt adhesive." Is this adhesive 
layer the same layer of the composite sheet discloses in claim 10, or a second adhesive 
layer? A second adhesive layer is not disclosed in the current specification so as to 
enable one of ordinary skill in the art to make or use the current invention. 
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5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 10 and 15-16 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The structure of the composite sheet in independent 
claim 10 is unclear. Claim 10 includes the language, "a rubber-based hot melt adhesive 
layer adjacent to the plastic film layer and an image forming layer having an inner layer 
adjacent with the rubber-based hot melt adhesive layer'' in lines 4-6. However, lines 9- 
10 require applying the composite sheet to an image with the rubber based hot melt 
adhesive layer in contact with the image. It is unclear how the rubber-based hot melt 
adhesive layer can be adjacent to both the plastic film layer and the image forming 

. layer, and still come into contact with the image. Clarification is required. For the 
purposes of examination, examiner has assumed that the composite sheet only 
includes the support sheet, the plastic film, and the adhesive layer, which is applied to 
the image appearing on the paper surface. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth In section 102 of this title, If the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. Claims 10 and 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 3,985,602 to Stuart in view of U.S. Patent No. 6,270.871 to Scholz 
et al. 

9. With respect to claim 1 0, af Strom discloses a transfer method of a composite 
sheet, including providing a composite sheet having a releasable support sheet layer 
(10), a plastic film layer adjacent to the releasable support sheet (12; column 4, lines 6- 
18), an adhesive layer (13) adjacent to the plastic film layer (12) and an image forming 
layer (20) having an inner side layer adjacent with the adhesive layer (13) and an outer 
side layer adjacent with the paper (21) which contains the image (20) and covers the 
outer side layer of the image forming layer; applying said composite sheet to an image 
(20) with said adhesive layer (13) in contact with said image (20) to produce an image 
forming layer (See Figure 3); obtaining a decal by washing away the paper containing 
the image to be transferred and exposing the outer side layer of the image forming layer 
(column 2, lines 33-39); positioning the decal so that the outer side layer of the image 
forming layer contacts the surface (22); applying heat to the releasable support sheet 
layer wherein the adhesive migrates through the image forming layer transferring the 
image into the surface; and removing the releasable support sheet layer (See Figures 4- 
5). However, Stuart does not specifically disclose a rubber-based hot melt adhesive. 

10. Scholz et al. discloses a method of using pressure-sensitive adhesive 
constructions with removable substrates, including rubber-based hot melts adhesives 
(column 7, lines 26-30; column 14, lines .63-64). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to substitute the rubber- 
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based hot melt adhesive taught by Scholz et al. in the transfer nriethod of a composite 
sheet disclosed by Stuart. The motivation would have been to use flexible, low-cost 
materials to form the composite sheet (column 4, lines 11-13). 

11. As to claim 1 5, Stuart discloses the paper (1 0) is a one-sided coated paper (11; 
See Figure 4). 

12. As to claim 16, Stuart discloses the releasable support sheet layer is a paper (1 0) 
coated with an adhesive (13). However, Stuart does not specifically disclose a 
dissolvable rubber-based hot melt adhesive. 

1 3. Scholz et al. discloses a method of using pressure-sensitive adhesive 
constructions with removable substrates, including a dissolvable rubber-based hot melts 
adhesives (column 7, lines 26-30; column 7, lines 35-45; column 14, lines 63-64). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to substitute the dissolvable rubber-based hot melt adhesive taught by Scholz et 
al. in the transfer method of a composite sheet disclosed by Stuart. The motivation 
would have been to use flexible, low-cost materials to form the composite sheet (column 
4, lines 11-13). 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. U.S. Patent No. 470,899 to Robinson discloses a method of 
decorating wood, including washing the paper off the image to form a decal, prior to 
transferring the image to a final substrate. U.S. Patent No. 4,685,984 to Powers et al. 
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discloses an image transfer method, including removing the paper backing by washing 
(See Abstract). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kimberly K. McClelland whose telephone number is 
(571) 272-2372. The examiner can normally be reached on 8:00 a.m.-5 p.m. Mon-Fri.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris A. Fiorilla can be reached on (571)272-1187. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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